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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 Responsive to communication(s) filed on 03 April 2006 . 
2a)D This action is FINAL. 2b)Kl This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 23-28 and 34-55 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 23-28 and 34-55 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Response to Amendment 

1 . Applicant's amendment filed 4/3/06 has been entered. Claims have been 
amended. Claims 17-22 and 29-33 have been cancelled. Claims 34-55 have been 
added. Claims 23-28 and 34-55 are still pending in this application, with claims 23 and 
34 being independent. 



2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 1 recites the limitation " said system " in line 1 of page 3. There is 
insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 103 

5. Claim 23 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Marino 
et al. (U.S. Patent 4,850,007) in view of Rao (U.S. Patent 6,614,896). 
As to claim 23, Marino et al. teach a method comprising: 
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having a user requesting directory assistance for a selected number (col. 1 , lines 
39-44; col. 2, line 8); 

having a system use this request to automatically select an advertisement from 
an advertising database (col. 1, lines 44-54; col. 2, lines 4-12; col. 4, lines 61-66); 

retrieving said advertisement and playing said advertisement to said user (col. 1, 
lines 44-49; col. 2, lines 62-68). 

Marino et al. do not teach asking the user if he or she want to be connected to an 
advertised provider in said advertisement, if the user agrees connecting the user to the 
provider, if the user does not agrees providing the user with their selected number. 

Rao teaches asking the user if he or she want to be connected to an advertised 
provider in said advertisement (col. 3, line 15), if the user agrees (col. 3, lines 18-19) 
connecting the user to the provider (col. 3, lines 25-26). In Applicant's own specification 
(page 3, [0015]), Applicant only stated, "press 1 to be transferred to (the advertiser) 
now" and did not mention about if the user does not agrees connect the user to their 
selected number. Therefore, Examiner would treat the limitation "if the user does not 
agrees connect the user to their selected number" as a default case as if the user does 
not agrees. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Rao into the teachings of Marino 
thus making the system more efficient and user-friendly by only connecting the user to 
the advertised provider according the user's wishes, otherwise providing the user with 



Application/Control Number: 10/063,990 Page 4 

Art Unit: 2614 

their selected number in order to prevent the user from having to listen to unwanted 
advertisements. 

6. Claims 25-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marino et al. (U.S. Patent 4,850,007) in view of Rao (U.S. Patent 6,614,896) and further 
in view of Gregorek et al. (U.S. Patent 5,557,658). 

As to claim 25, Marino and Rao do not teach the selection a criterion is based 
on the user's geographical location. 

Gregorek et al. teaches the selection a criterion is based on the user's 
geographical location (col. 9, lines 17-24). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Gregorek into the teachings of 
Marino and Rao for the purposes of playing the appropriate advertisement according 
user's geographical location. For example, if the user is in Philadelphia, the user would 
like to know the local weather of Philadelphia instead of the weather of where the user 
came from. 

As to claim 26, Gregorek et al. teach the selection criteria is based on the user's 
phone number (col. 9, lines 12-17). 

As to claim 27, Marino et al. teach advertisements are stored in a memory 
means (col. 4, lines 64-66). 

As to claim 28, Marino et al. teach the user is requesting directory assistance 
and toll services (col. 1 , lines 39-44). 



Application/Control Number: 10/063,990 



Art Unit: 2614 



Page 5 



7. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Marino 
et al. (U.S. Patent 4,850,007) in view of Rao (U.S. Patent 6,614,896) further in view of 
Swix et al. (U.S. Patent 6,718,551). 

As to claim 24, Marino and Rao do not teach the selection a criterion is based 
on Standard Industry codes. 

Swix et al. teaches selection a criterion is based on Standard Industry codes (col. 
3, lines 3-11). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the standard industry codes as being one of the 
section criteria, as taught by Swix, in Mario's system which indicate such user 
characteristics as employer and type of employer in order to deliver pertinent 
advertisements that the user would be interested in, as discussed by Swix (col. 3, lines 
19-23). 

8. Claims 34-35, 37-39, 42, 45-54 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Trader et al. (U.S. Patent 5,909,670) in view of Marino et al. (U.S. 
Patent 4,850,007). 

As to claim 34, Trader et al. teaches the steps of: at the customer station (Fig. 1 , 
25), dialing a telephone number used for accessing the call processing station, and 
setting up a call connection from the customer station to the call processing station (Fig. 
1 ; col. 3, lines 34-36); providing a request for information at the call processing station 
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and receiving the request for information from the customer station (col. 3, lines 44-48); 
examining the request for information to identify a subject matter area associated 
therewith (col. 3, lines 45-47 - the user request auto locator); receiving the selected 
advertisement (col. 4, lines 22-24). 

Trader does not explicitly teaches retrieving the selected advertisement from a 
stored media and forwarding the selected advertisement to the customer station. 

Marino et al. teaches retrieving the selected advertisement from a stored media 
and forwarding the selected advertisement to the customer station (col. 1 , lines 44-54; 
col. 2, lines 4-12; col. 4, lines 61-66). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made that prior to playing the advertisements to caller, it is necessary to 
retrieve the advertisement from the stored media that matched caller requests' criteria, 
as taught by Marino. 

As to claim 35, Marino et al. teaches querying a database using as at least one 
query parameter to determine the selected advertisement (col. 2, lines 4-12). 

As to claims 37-39, Trader et al. teaches the query parameter is a name of a 
business, type of business, a product or service (col. 3, lines 34-40 - for example, auto 
locator, home locator). 

As to claim 42, Trader et al. teaches causing the advertisement to be played to 
the customer station in an audible format (col. 4, lines 22-24). 

As to claim 45, Trader et al. teaches providing access to a service associated 
with the selected advertisement (col. 4, lines 22-24). 
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As to claims 46-47 and 51, Trader et al. teaches prompting the user of the 
customer station to select (col. 3, lines 44-46); connecting the customer station to a 
telephone number associated with the selected advertisement (col. 3, lines 45-47). 

Claims 48 and 50 are rejected for the same reasons as discussed above with 
respect to claims 35 and limitation e of claim 34. 

As to claim 49, Trader and Marino do not teach returning an optional intercept 
parameter used to determine whether the user of the customer station is to be prompted 
to request access to a service associated with the advertisement associated with the 
selected advertisement. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to incorporate the above-mentioned teachings into 
Trader and Marino's system thus making the system more efficient and user-friendly. 

As to claims 52 and 53, Trader et al. teaches providing a reduced cost as 
compared to a standard cost for a request for directory information associated with a 
telecommunication service provider or without cost to the user (col. 1 , lines 54-58; col. 
2, lines 30-41 and lines 62-68; col. 3, lines 61-68). 

As to claim 54, Marino et al. teaches querying parameter is the telephone 
number associated with the request for information (col. 1 , lines 39-44). 

9. Claims 36, 43-44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Trader et al. (U.S. Patent 5,909,670) in view of Marino et al. (U.S. Patent 
4,850,007) and further in view of Gregorek et al. (U.S. Patent 5,557,658). 
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Claims 36 and 44 are rejected for the same reasons as discussed above with 
respect to claim 25. 

As to claim 43, Gregorek et al. teaches causing the advertisement to be played 
to the customer station in a visual format (col. 2, lines 22-29). 



10. Claims 40-41 and 55 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Trader et al. (U.S. Patent 5,909,670) in view of Marino et al. (U.S. Patent 
4,850,007) and further in view of Swix et al. (U.S. Patent 6,718,551). 

Claim 40-41 and 55 are rejected for the same reasons as discussed above with 
respect to claim 24. 

Response to Arguments 

1 1 . Applicant's arguments with respect to claims 23-28 and 34-55 have been 
considered but are moot in view of the new ground(s) of rejection. Applicant's 
arguments are addressed in the above claims rejections. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quynh H. Nguyen whose telephone number is 571-272- 
7489. The examiner can normally be reached on Monday - Thursday from 6:1 5 A.M. to 
5:45 P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wing Chan, can be reached on 571-272-7493. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Quynh H. Nguyen 




May 30, 2006 



